Rejections under 35 U.S.C. §101 



The Examiner rejected claims 1-32, and presumptively claim 33, under 35 U.S.C. 101 as not 
being directed to statutory subject matter. The rejection is respectfully traversed. 

Claims 1-33 are directed toward computer related methods, routers, computer systems, and 
computer readable medium for representing a given range of numbers with a plurality of entries. 
These claims require mechanisms for representing a set of numbers with a wildcard. It is 
respectfully submitted that one practical application of representing a set of numbers with a wildcard 
includes requiring less memory. The current examining guidelines for such inventions can be found 
at: 

http://www.uspto.gov/web/offices/pac/dapp/oppd/pdf/compenex.pdf > 

Specifically, the Examiner's attention is respectfully referred to the guidelines discussed with 
reference to claim 6 of that example. In that example, a method claim is explicitly acknowledged as 
statutory subject matter because it includes a step for "processing the data signal into codewords", 
which is understood to be accomplished by compression, which has a practical application of 
requiring less memory (see note 5 in the Table Notes for Claim 6). 

Thus, since each claim has a practical application of saving memory which is accomplished 
by mechanisms for representing a set of numbers with a wildcard, it is respectfully submitted that 
claims 1-33 constitute patentable subject matter. 

Rejections under 35 U.S.C. §102 and 103 

The Examiner has rejected claims 1, 3, 18, 21-22, 28 and 30 under 35 U.S.C. §102(e) as 
being unpatentable over U.S. Patent No. 6,151,631 by Ansell et al. (herein "Ansell"). Additionally, 
claims 2, 19-20 and 31 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Ansell in 
view of U.S. Patent No. 6,195,658 by Comito et al. (herein "Comito"). 

Independent claim 1 is generally directed towards "[a] method for representing a given range 
of numbers with a plurality of entries." Claim 1 also requires "representing the first set of numbers 
of the given range with one or more entries having one or more wildcards when such first set of 
numbers are representable as one or more entries that utilize wildcards" and "representing all 
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numbers of a remaining one or more numbers of the given range that are not representable as one or 
more entries that utilize wildcards as entries that do not utilize wildcards." In other words, a first set 
of numbers are represented as wildcards entries (if possible), while any remaining numbers are 
represented as entries without wildcards. Independent claims 18, 28, and 30 have similar 
limitations. 

Ansell teaches conventional wildcard representations of an entire range of numbers. For 
example, numbers 127.56.212.0 through 127.56.214.255 are represented by three wildcard entries: 
127.56.212.*, 127.56.213.*, and 127.56.214.* (see col. 11, lines 4-10). Although Ansell teaches 
representing an entire range of numbers with a set of wildcard entries, Ansell fails to teach or 
suggest both (1) representing a first set of numbers of the given range with one or more entries 
having one or more wildcards and (2) representing all numbers of a remaining one or more numbers 
of the given range that are not representable as one or more entries that utilize wildcards as entries 
that do not utilize wildcards. Although Ansell teaches the use of entries which each contain a 
wildcard portion (e.g., 127.56.214) and a non-wildcard portion (*) to represent the entire range of 
numbers (as the Examiner points out), Ansell fails to teach or suggest representing some of the 
numbers within the range with a wildcard entry, and the remaining numbers with non-wildcard 
entries, in the manner claimed. That is, Ansell merely teaches representing a portion of a wildcard 
entry without a wildcard, and the other portion of the same entry with a wildcard. Ansell does not 
teach entries which do not have wildcards; only entries which contain wildcards. Thus, Ansell fails 
to teach both representing a set of numbers with wildcard entries and representing the remaining 
numbers with non-wildcard entries, in the manner claimed. The secondary reference Comito also 
fails to teach or to suggest representing some of the numbers within the range with a wildcard entry, 
and the remaining numbers with non-wildcard entries, in the manner claimed. 

Thus, it is respectfully submitted that claim 1, 18, 28, and 30 are patentable over the cited 
references. 

The Examiner's rejections of the dependent claims are also respectfully traversed. However, 
to expedite prosecution, all of these claims will not be argued separately. Claims 2-3, 19-22, and 31 
each depend directly or indirectly from independent claim 1, 18, or 30 and, therefore, are 
respectfully submitted to be patentable over cited art for at least the reasons set forth above with 
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respect to claim 1,18, and 30. Further, the dependent claims require additional elements that when 
considered in context of the claimed inventions further patentably distinguish the invention from the 
cited art. 

Applicant believes that all pending claims are allowable and respectfully requests a Notice of 
Allowance for this application from the Examiner. If after reviewing this amendment, this case is 
not considered to be in condition for allowance for any reason, the Examiner is respectfully 
requested to contact the undersigned at the number set forth below. 



Siemens Corporation 
Intellectual Property Department 
186 Wood Avenue South 
Iselin, NJ 08830 
(732) 321-3130 



Respectfully submitted, 




Francis G. Montgomery 
Registration No. 41,202 
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APPENDIX: Marked Version of Claims 

The claims have been amended as follows. All pending claims are shown, including non- 
amended claims. 

1. (Amended Once) A method for representing a given range of numbers with a plurality 
of entries, the method comprising: 

determining whether [one or more portions] a first set of numbers of the given range are 
representable as one or more entries that utilize wildcards; 

representing the [one or more portions] first set of numbers of the given range with one or 
more entries having one or more wildcards when such [one or more portions] first set of numbers 
are representable as one or more entries that utilize wildcards; and 

representing all numbers of a remaining one or more [portions] numbers of the given range 
that are not representable as one or more entries that utilize wildcards as entries that do not utilize 
wildcards, 

wherein the entries are optimized such that a minimum number of entries are used to 
represent the given range. 

2. A method as recited in claim 1, wherein each number within the given range 
represents a phone number. 

3. A method as recited in claim I, wherein each number within the given range 
represents a router address. 

4. A method for representing a given range of numbers with an optimized set of entries 
utilizing wildcards, the given range having a beginning number and an ending number, the method 
comprising: 

dividing the given range into a first sub-range, a second sub-range, a third sub-range, and a 
fourth sub-range, the first sub-range having lower numbers than the second sub-range, which has 
lower numbers than the third sub-range, which has lower numbers than the fourth sub-range; 

including all numbers within the first sub-range as entries within the optimized set; and 
optimizing the second, third, and fourth sub-ranges into a plurality of entries using 
wildcards, the entries being included within the optimized set. 
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5. A method as recited in claim 4 wherein the first sub-range includes a first portion of 
the given range that cannot be represented with wildcards. 

6. A method as recited in claim 5 wherein the first sub-range includes the beginning 
number of the given range to, but not including, a first number of the given range that is divisible by 
10. 

7. A method as recited in claim 6 wherein the first sub-range is empty when the 
beginning number of the given range is divisible by 10. 

8. A method as recited in claim 5 wherein the second sub-range includes the first 
number of the given range that is divisible by 10 to, but not including, a number of the given range 
that is representable with an integer times a highest power of ten. 

9. A method as recited in claim 8 wherein the second sub-range is empty when the 
beginning number is the number of the given range that is representable with an integer times the 
highest power of ten. 

10. A method as recited in claim 8 wherein the third sub-range includes the number of 
the given range that is representable with an integer times the highest power of ten to, but not 
including, a last number of the given range that is divisible by ten. 

11. A method as recited in claim 10 wherein the third sub-range is empty when the 
beginning number is the last number of the given range that is divisible by ten. 

12. A method as recited in claim 10 wherein the fourth sub-range of numbers includes 
the last number of the given range that is divisible by ten to the ending number of the given range. 

13. A method as recited in claim 12 wherein optimization of the second sub-range is 
accomplished by: 

dropping one or more zeros off the beginning number to form a counting value, wherein the 
number of dropped zeros equals a magnitude value; 

determining place where beginning and ending numbers first differ going from left- to right- 
most digits; 

truncating the ending number after the first differing digit to form a limiting value; 
09/489,324 8 




incrementing the counting value and then adding a wildcard entry equal to the incremented 
counting value with addition of a number of wildcards equal to the magnitude value to the optimized 
set until the counting value equals the limiting value; and 

when the counting value is divisible by 10, dropping one or more zeros off the counting 
value and incrementing the magnitude value by the number of dropped zeros. 

14. A method as recited in claim 13 wherein optimization of the second sub-range is 
performed prior to the optimization of the third sub-range, the optimization of the third sub-range 
being accomplished by: 

dropping a number of zeros equal to the magnitude value off the beginning number to form a 
new counting value; 

truncating the ending number by a number of digits equal to the magnitude to form a new 
limiting value; 

adding a wildcard entry equal to the incremented counting value with addition of a number 
of wildcards equal to the magnitude value to the optimized set and then incrementing the counting 
value until the new counting value equals the new limiting value; and 

when the new counting value equals the new limiting value and the magnitude value is not 
equal to 1, decrementing the magnitude value and appending a zero to the new counting value. 

15. A method as recited in claim 14 wherein optimization of the third sub-range is 
accomplished by: 

adding a wild card entry equal to the beginning number truncated by a one's place digit with 
addition of a single wildcard character when the one's place of the beginning number equals 0 and a 
one's place of the ending number equals 9; and 

adding all numbers within the fourth sub-range to the optimized set when the one's place of 
the beginning number does not equal 0 or the one's place of the ending number does not equal 9. 

16. A method as recited in claim 4, wherein each number within the given range 
represents a phone number. 

17. A method as recited in claim 4, wherein each number within the given range 
represents a router address. 



09/489,324 



9 




18. (Amended Once) A router for representing a given range of numbers with a plurality of 
entries, the router comprising: 

a memory; and 

a processor coupled to the memory, 

wherein at least one of the memory and the processor are adapted to provide: 

determining whether [one or more portions] a first set of numbers of the given range 

are representable as one or more entries that utilize wildcards; 

representing the [one or more portions] first set of numbers of the given range with 

one or more entries having one or more wildcards when such [one or more portions] first set 

of numbers are representable as one or more entries that utilize wildcards; and 

representing all numbers of a remaining one or more [portions] numbers of the given 

range that are not representable as one or more entries that utilize wildcards as entries that do 

not utilize wildcards, 

wherein the entries are optimized such that a minimum number of entries are used to 
represent the given range. 

19. A router as recited in claim 18, wherein each number within the given range 
represents a phone number that are associated with a same information. 

20. A router as recited in claim 19, wherein the same information is a customer 
identification. 

21. A router as recited in claim 18, wherein each number within the given range 
represents a router address that are associated with a same information. 

22. A router as recited in claim 21, wherein the same information is a destination address. 

23. A router for representing a given range of numbers with an optimized set of entries 
utilizing wildcards, the given range having a beginning number and an ending number, the router 
comprising: 

a memory; and 

a processor coupled to the memory, 

wherein at least one of the memory and the processor are adapted to provide: 
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dividing the given range into a first sub-range, a second sub-range, a third sub-range, 
and a fourth sub-range, the first sub-range having lower numbers than the second sub-range, 
which has lower numbers than the third sub-range, which has lower numbers than the fourth 
sub-range; 

including the numbers within the first sub-range as entries within the optimized set; 

and 

optimizing the second, third, and fourth sub-ranges into a plurality of entries using 
wildcards, the entries being included within the optimized set. 

24. A router as recited in claim 23, wherein each number within the given range 
represents a phone number that are associated with a same information. 

25. A router as recited in claim 24, wherein the same information is a customer 
identification. 

26. A router as recited in claim 23, wherein each number within the given range 
represents a router address that are associated with a same information. 

27. A router as recited in claim 26, wherein the same information is a destination address. 

28. (Amended Once) A computer readable medium containing progranmiing instructions 
for representing a given range of numbers with a plurality of entries, the computer readable medium 
comprising: 

computer code for determining whether [one or more portions] a first set of numbers of the 
given range are representable as one or more entries that utilize wildcards; 

computer code for representing the [one or more portions] first set of numbers of the given 
range with one or more entries having one or more wildcards when such [one or more portions] first 
set of numbers are representable as one or more entries that utilize wildcards; and 

computer code for representing all numbers of a remaining one or more [portions] numbers 
of the given range that are not representable as one or more entries that utilize wildcards as entries 
that do not utilize wildcards, 

wherein the entries are optimized such that a minimum number of entries are used to 
represent the given range. 
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29. A computer readable medium containing programming instructions for representing a 
given range of numbers with an optimized set of entries utilizing wildcards, the given range having a 
beginning number and an ending number, the computer readable medium comprising: 

computer code for dividing the given range into a first sub-range, a second sub-range, a third 
sub-range, and a fourth sub-range, the first sub-range having lower numbers than the second sub- 
range, which has lower numbers than the third sub-range, which has lower numbers than the fourth 
sub-range; 

computer code for including the numbers within the first sub-range as entries within the 
optimized set; and 

computer code for optimizing the second, third, and fourth sub-ranges into a plurality of 
entries using wildcards, the entries being included within the optimized set. 

30. (Amended Once) A computer system for representing a given range of numbers with a 
plurality of entries, the computer system comprising: 

a memory; and 

a processor coupled to the memory, 

wherein at least one of the memory and the processor are adapted to provide: 

determining whether [one or more portions] a first set of numbers of the given range 

are representable as one or more entries that utilize wildcards; 

representing the [one or more portions] first set of numbers of the given range with 

one or more entries having one or more wildcards when such [one or more portions] first set 

of numbers are representable as one or more entries that utilize wildcards; and 

representing all numbers of a remaining one or more [portions] numbers of the given 

range that are not representable as one or more entries that utilize wildcards as entries that do 

not utilize wildcards, 

wherein the entries are optimized such that a minimum number of entries are used to 
represent the given range. 

31. A computer system as recited in claim 30, wherein the numbers within the given 
range are telephone numbers. 
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32. A computer system for representing a given range of ^numbers with an optimized set 
of entries utilizing wildcards, the given range having a beginning number and an ending number, the 
computer system comprising: 

a memory; and 

a processor coupled to the memory, 

wherein at least one of the memory and the processor are adapted to provide: 

dividing the given range into a first sub-range, a second sub-range, a third sub-range, 
and a fourth sub-range, the first sub-range having lower numbers than the second sub-range, 
which has lower numbers than the third sub-range, which has lower numbers than the fourth 
sub-range; 

including the numbers within the first sub-range as entries within the optimized set; 

and 

optimizing the second, third, and fourth sub-ranges into a plurality of entries using 
wildcards, the entries being included within the optimized set. 

33. A computer system as recited in claim 32, wherein the numbers within the given 
range are telephone numbers. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Disclosure for Claims 1, 3-6 and 8-13 

Je invention relates to a data compression and encryption system for monitoring and controlling an 
automated manufacturing process. The system translates the outputs of various sensors from an automated plant*s 
manufacturing process into digital data signals. The system then processes the digital data signals into a compressed 
signal of various length codewords, encrypts the compressed signal, and transmits the compressed and encrypted 
signal to a remote supervisory location. At the remote supervisory location, the signal is decrypted and 
decompressed. The remote supervisory location then compares the decrypted and decompressed digital data signals 
to the preset ranges for the respective operating parameters of the automated plant's manufacturing process, 
generates a digital conection signal on the basis of the comparison, compresses and encrypts the correction signal, 
transmits the correction signal back to the plant location, and applies the correction signal to the disclosed process 
controllers, such as valves and motors, to maintain the automated planfs operation within its design parameters. 

The automated plantfe manufacturing process is controlled with a general purpose computer system. In the 
plant's general purpose computer system, various memory sections are included to store the plant's operating 
parameters and the sensor's outputs. The plant's various sensors and sensing systems are disclosed. 

The remote supervisory location's process is implemented on a general purpose computer system. The 
remote supervisory location's general purpose computer system must have the identical compression and encryption 
capabilities of the automated plant's general purpose computer system. 

The general purpose computer systems of the automated manufacturing plant and the remote supervisory 
location are progranmied by a data signal transmitted from a remote main office location. The data signal includes a 
carrier wave and the source code segments for both the compression and encryption computer programs. 

In the preferred embodiment for data compression, the general purpose computer system at each site is 
progranMned with a computer program to compress/decompress a digital signal into variable length codewords in 
accordance with the Huffman code algorithm. The general purpose computer system has both an encoder and a 
decoder on which are stored identical Huffman code books. The use of compressed signals allows for reduced 
transmission time between the sites. 



In the preferred embodiment for data encryption, the general purpose computer system at each site is 
programmed with a separate computer program to encrypt/decrypt a digital signal in accordance with the Data 
Encryption Standard (DES) algorithm. The DES algorithm uses an encryption key stored in a read-only memory to 
produce a digital signal whose content is protected and secured for transmission. In another embodiment for data 
encryption, the general purpose computer system has an application specific integrated circuit (ASIC). The various 
components of the ASIC are incorporated by reference from U.S. Patent No. *^***^***. 

The disclosure contains both self-documnting source code for the preferred embodiments of the computer 
programs and high-level written descriptions of the computer programs with flow charts. There is correspondence 
between the written descriptions, the flow charts, and the specific software. The disclosure states that alternate 
computer programs based on the high-level written descriptions and flow charts are within the skill of a routineer in 
the art. 
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atioiVguidelines for computer-related inventio ns 
tomated manufactur] 

Disclosure for Claims 2 and 7 

Felates to a data compression and encryption system for monitoring and controlling an automated 
manufacturing process. The system translates the outputs of various sensors from an automated plant's manufacturing 
process into digital data signals. The system then processes the digital data sign alhrough a series of equations for 
calculating codewords, then compresses the calculated codewords subsequentlv encrypts the compressed signal, and 
transmits the compressed and encrypted signal to a remote supervisory location. At the remote supervisory location, the 
signal is decrypted and decompressed. The remote supervisory location then compares the decrypted and decompressed 
digital data signals to the preset ranges for the respective operating parameters of the automated plant's manufacturing 
process, generates a digital correction signal on the basis of the comparison, processes, compresses and encrypts the 
correction signal, transmits the correction signal back to the plant location, and applies the correction signal to the 
disclosed process controllers, such as valves and motors, to maintain the automated plant's operation within its design 
parameters. 

The automated plant's manufacturing process is controlled with a general purpose computer system. In the 
plant's general purpose computer system, various memory sections are included to store the plant*s operating parameters 
and the sensor's outputs. The plant's various sensors and sensing systems are disclosed. 

The remote supervisory location*s process is implemented on a general purpose computer system. The remote 
supervisory location's general purpose computer system must have the identical compression and encryption capabilities 
of the automated plant's general purpose computer system. 

The genereal purpose computer systems of the automated manufacturing plant and the remote supervisory 
location are programmed by a data signal transmitted from a remote main office location. The data signal includes a 
carrier wave and the source code segments for both the compression and encryption computer programs. 

In the preferred embodiment for data compression, the general purpose computer system at each site is 
programmed with a computer program to process a digital signal into codewor dyherein the codewords are then 
compressed/decompressed in accordance with Bluffinan code (for this example a hypothetical compression algorith m 
well known to those of ordinary skill in the ar t) The general purpose computer system has both an encoder and a 
decoder on which are stored identica lBluffrnan code books. The use of compressed signals allows for reduced 
transmission time between the sites. 

In the preferred embodiment for data encryption, the general purpose computer system at each site is 
programmed with a separate computer program to encrypt^decrypt a digital signal in accordance with the Data 
Encryption Standard (DES) algorithm. The DES algorithm uses an encryption key stored in a read-only memory to 
produce a digital signal whose content is protected and secured for transmission. In another embodiment for data 
encryption, the general purpose computer system has an application specific integrated circuit (ASIC). The various 
hardware components of the ASIC are incorporated by reference from U.S. Patent No. *^***,***. 

The disclosure contains both self-documenting source code for the preferred embodiments of the computer 
programs and high-level written descriptions of the computer programs with flow charts. There is correspondence 
between the written descriptions, the flow charts, and the specific software. The disclosure states that alternate computer 
programs based on the high-level written descriptions and flow charts are within the skill of a routineer in the art. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVi 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 1 



A computer system for monitoring and controlling an automated manufacturing plant using a telemetered processed 
data signal comprising: 

a. means for receiving a data signal; 

b. means for processing the data signal into codewords; and 

c. means for outputting the processed data signal. 
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EXAMfttATION GUmELINES FOR COMPUTER-RELATED INVENTION S 
/C? ^ ^(^mole; AUTOMATED MANUFACTURING PLAN T 



a Table for Claim 1 



BOX 2 


2a Does flusnocieH invpntinn liJivf* 

^Qhtar^iftSrapplication? 


YES 




Nntp 1 


Q.2b. Is disclosed invention in 
lecnnoiogiCai arxs ; 


YES 


GoTo: Q.6a 


Note 2 


BOX 6 


Q.6a. Is claimed invention a 
computer programmer 


NO 


GoTo: Q.6b 




Q.6b. Is claimed invention a data 
structureper je? 


NO 


GoTo: Q.6c 




Q.6c. Is claimed invention non- 
functional descriptive 
material? 


NO 


GoTo: Q.6d 




Q.6d. Is claimed invention a 
natural phenomenon? 


NO 


GoTo: Q.8 




BOX 8 


Q.8. Is claimed invention a series 
of steps to be performed on a 
computer? 


NO 


GoTo: Q.9 




BOX 9 


Q.9. Is claimed invention a product 
for performing a process? 


YES 


GoTo: Q.IO 




BOX 10 


Q.IO. Is claimed invention a 
specific machine or 
manufacture? 


NO 


GoTo: Q.12a 


Note 3 


BOX 12 


Q.12a. Does process have post- 
computer process activity? 


NO 


GoTo: Q.12b 


Note 4 


Q.12b. Does process have pre- 
computer process activity? 


NO 


GoTo: Q,13a 


Note 5 


BOX 13 


Q.13a. Does process manipulate 

abstract idea w/o limitation to a practical 
application? 


NO 


GoTo: Q.13b 




Q.13b. Does process solve math 
problem w/o limitation to a 
practical application? 


NO 


GoTo: END 


Note 6 
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GUIDELINES FOR COMPUTER-RELATED INVENTIONS 



Exa^le: AUTOMATED MANUFACTURING PLANT 



Table Notes for Claim 1 



ition monitors and controls an automated plant's manufacturing process. 



Disclosed invention uses a general purpose computer system. 

Claimed invention encompasses any and every machine embodiment of the underlying process. 
Means a. recites means for receiving. The specification discloses use of a general purpose 
computer system. It does not disclose specific hardware, specific software, or a combination 
thereof for performing this function. Means b. recites means for processing. The specification 
discloses specific software in a preferred embodiment. It also discloses use of a general purpose 
computer system with encoders and decoders, and the creation of alternate computer programs 
based on the disclosed high-level written descriptions and disclosed flow charts. Means c. recites 
means for outputting. The specification discloses use of a general purpose computer system. It 
does not disclose specific hardware, specific software, or a combination thereof for performing this 
function. 

Means c. merely conveys the direct result of means a. and hSee Guidelines, Section 
IV.B.2(d)(iii). 

Means a. merely provides the data signal for use in the mathematical operation of means b. It does 
not measure physical objects or activities.5ee Guidelines, Section IV.B.2(d)(ii). 

Means b. corresponds to the compression of a digital data signal into various length codei«te. 
This correspondence is determined from the express recitation in the disclosure that "the system 
then processes the digital data signals into a compressed signal of various length codewords." A 
compressed data signal requires less memory or takes less time to transmit. Thus, the claimed 
invention is limited to a practical application. 

NOTE: When an explicit definition is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. When the claim has been determined to 
define statutory subject matter based upon a specific interpretation of the claim language, it would 
be appropriate and helpful for the Examiner to explain this position in the next Office 
communication. This analysis should be compared to the analysis for Claim 2 at Note 6 to 
demonstrate the importance of interpreting claim language in light of the disclosure. 
THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se dExamination Guidelines for Computer Relate d 
Inventions . Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 



EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 2 

A computer system for monitoring and controlling an automated manufacturing plant using a telemetered processed 
data signal comprising: 

a. means for receiving a data signal; 

b. means for processing the data signal into codewords; and 

c. means for outputting the processeddata signal. 
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/ Ixample: ^TOMATED MANUFACTURING PLAN T 

b JUH 2 t 2DK J Table for Claim 2 



BOX 2 


Q.2a. DoS^jdisijDS&^ilivention have 
practicaTapplication? 


YES 


GoTo- 0 2b 


Note 1 


Q.2b. Is disclosed invention in 
lecnnoiogiCai ans: 


YES 


GoTo: Q.6a 


Note 2 


BOX 6 


Q.6a. Is claimed invention a 
computer programmer sdl 


NO 


GoTo: Q.6b 




Q.6b. Is claimed invention a data 
structure/?er sd> 


NO 


GoTo: Q.6c 




Q.6c. Is claimed invention non- 
functional descriptive 
material? 


NO 


GoTo: Q.6d 




Q.6d. Is claimed invention a 
natural phenomenon? 


NO 


GoTo: Q.8 




BOX 8 


Q.8. Is claimed invention a series 
of steps to be performed on a 
computer? 


NO 


GoTo: Q.9 




BOX 9 


Q.9, Is claimed invention a product 
for performing a process? 


YES 


GoTo: Q.IO 




BOX 10 


Q.IO. Is claimed invention a 
specific machine or 
manufacture? 


NO 


GoTo: Q.12a 


Note 3 


BOX 12 


Q.12a. Does process have post- 
computer process activity? 


NO 


GoTo: Q.12b 


Note 4 


Q.12b, Does process have pre- 
computer process activity? 


NO 


GoTo: Q.13a 


Note 5 


BOX 13 


Q.13a. Does process manipulate 

abstract idea w/o limitation to a practical 
application? 


NO 


GoTo: Q.I3b 




Q.13b. Does process solve math 
problem w/o limitation to a 
practical application? 


YES 


GoTo: END 


Note 6 
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ION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
mple: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 2 



Note 1: ^^sclosed^Svention monitors and contrcdan automated plant's manufacturing process. 
Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Claimed invention encompasses any and every machine embodiment of the underlying process. 

Means a. recites means for receiving. The specification discloses use of a general purpose 
computer system. It does not disclose specific hardware, specific software, or a combination 
thereof for performing this fimction. Means b. recites means for processing. The specification 
discloses specific software in a preferred embodiment. It also discloses use of a general purpose 
computer system with encoders and decoders, and the creation of alternate computer programs 
based on the disclosed high-level written descriptions and disclosed flow charts. Means c. recites 
means for outputting. The specification discloses use of a general purpose computer system. It 
does not disclose specific hardware, specific software, or a combination thereof for performing this 
fimction. 



Note 4: Means c. merely ccnveys the direct result of means a. and hSee Guidelines, Section 

IV.B.2(d)(iii). 

Note 5: Means a. merely provides the data signal for use in the mathematical operation of means b. It does 

not measure physical objects or activities.See Guidelines, Section IV.B.2(d)(ii). 

Note 6: Means b. corresponds to the calculation of codewords from a series of equations. This 

correspondence is determined from the express recitation in the disclosure that "the system then 
processes the digital data signals through a series of equations for calculating codewords."""" 
Thus, the claimed invention merely converts one set of numbers into another set of numbers. Also, 
the preamble language is a statement of intended use that does not limit the claim to the practical 
application of monitoring and controlling an automated manufacturing plantSee Guidelines, 
Section IV.B.2(d)(i). The claim should be rejected under 3U.S.C. § 101. 
NOTE: When an explicit definition is provided by the applicant for a term, that definiti will 
control interpretation of the term as it is used in the claim. In this disclosure, "processing" is 
defined as a means separate and distinct from the means for compression. This analysis should be 
compared to the analysis for Claim 1 at Note 6. In the disclosure for Claim 1, "processing" is 
defined to include calculating the codewordaa/i^/ compressing those codewords. 

Because the claimed invention is directed solely to a process for solving a mathematical algorithm, 
in addition to performing the above analysis the Freeman-Walter-Abele test may also be relied 
upon to verify that the claim defines non-statutory subject matter. 
THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 



For a more detailed analysis of the claim, se £xamination Guidelines for Computer Relate d 
Inventions. Example: Automated Manufacturing Plan t Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTIONS 



Example: AUTOMATED MANUFACTURING PLAN T 



Claim 3 



A computer system for monitoring and controlling an automated manufacturing plant using a telemetered processed 
data signal comprising: 

a. means for generating a data signal from output sensors of the automated manufacturing plant; 

b. means for compressing the data signal into variable length codewords in accordance with Huffman 
code; and 

c. means for encrypting the compressed data signal in accordance with the Data Encryption Standard 
algorithm. 
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Table for Claim 3 



BOX 2 




I CO 


VJU i I/. v^.ZD 


Mntp 1 
INOIC 1 


Q.2b. Is disclosed invention in 
technological arts? 


YES 


GoTo: Q.6a 


Note 2 


BOX 6 


Q.6a. Is claimed invention a 
computer programmer je? 


NO 


GoTo: Q.6b 




Q.6b. Is claimed invention a data 
structure/7er 5e? 


NO 


GoTo: Q.6c 




Q.6c. Is claimed invention non- 
functional descriptive 
material? 


NO 


GoTo: Q.6d 




Q.6d. Is claimed invention a 
natural phenomenon? 


NO 


GoTo: Q.8 




BOX 8 


Q.8. Is claimed invention a series 
of steps to be performed on a 
computer? 


NO 


GoTo: Q.9 




BOX 9 


Q.9. Is claimed invention a product 
for performing a process? 


YES 


GoTo: Q.IO 




BOX 10 


Q.IO. Is claimed invention a 
specific machine or 
manufacture? 


NO 


GoTo: Q.12a 


Note 3 


BOX 12 


Q.12a. Does process have post- 
computer process activity? 


NO 


GoTo: Q.12b 




Q.12b. Does process have pre- 
computer process activity? 


YES 


GoTo: END 


Note 4 


BOX 13 


Q.13a. Does process manipulate 

abstract idea w/o limitation to a practical 
application? 




GoTo: 




Q.13b. Does process solve math 
problem w/o limitation to a 
practical application? 




GoTo: 





March 28,1996 
Claims - Page 8 



EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 3 



Note 1 : Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Claimed invention encompasses any and every machine embodiment of the underlying process. 

Means a. recites means for generating. The specification discloses use of a general purpose 
computer system with various memory sections. It does not disclose specific hardware, specific 
software, or a combination thereof for this function. Means b. recites means for compression. The 
specification discloses specific software in a preferred embodiment. It also discloses use of a 
general purpose computer system with encoders and decoders, and the creation of alternate 
computer programs based on the disclosed high-level written descriptions and disclosed flow 
charts. Means c. recites means for encryption. The specification discloses specific software in a 
preferred embodiment. It also discloses use of a general purpose computer system with an ASIC in 
another embodiment, and the creation of alternate computer programs based on the disclosed high- 
level written descriptions and disclosed flow charts. 

Note 4: The transformation occurs when the outputs of the plant's sensors are converted to a digital data 

signal. See Guidelines, Section IV.B.2(b). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se £xamination Guidelines for Computer Relate d 
Inventions. Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 




1 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 4 



A computer system for monitoring and controlling an automated manufacturing plant using a telemetered processed 
data signal comprising: 

a. means for decrypting a compressed and encrypted data signal in accordance with the Data 
Encryption Standard algorithm; 

b. means for decompressing the decrypted data signal in accordance with Huffman code; and 

c. means for controlling the physical processes of the automated manufacturing plant in accordance 
with the information conveyed by the decrypted and decompressed data signal. 
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Table for Claim 4 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 4 



Note 1: Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Claimed invention encompasses any and every machine embodiment of the underlying process. 

Means a. recites means for compression. The specification discloses specific software in a 
preferred embodiment. It also discloses use of a general purpose computer system with encoders 
and decoders, and the creation of alternate computer programs based on the disclosed high-level 
written descriptions and disclosed flow charts. Means b. recites means for encryption. The 
specification discloses specific software in a preferred embodiment. It also discloses use of a 
general purpose computer system with an ASIC in another embodiment, and the creation of 
alternate computer programs based on the disclosed high-level written descriptions and disclosed 
flow charts. Means c. recites means for controlling. The specification discloses use of a general 
purpose computer system. It does not disclose specific hardware, specific software, or a 
combination thereof for this function. 

Note 4: The transformation occurs when the plant's physical processes are modifiedSee Guidelines, 

Section IV.B.2(b). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se £xamination Guidelines for Computer Relate d 
Inventions. Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 5 



A computer system for monitoring and controlling an automated manufacturing plant using a telemetered processed 
data signal comprising: 

a. means for compressing a data signal into variable length codewords in accordance with Huffman 
code; and 

b. an application specific integrated circuit for encoding the compressed data signal comprising . . 
.[recites hardware components of the circuit disclosed in U.S. Patent No. *^***^***.]. 



i 



March 28,1996 
Claims - Page 1 3 



EXAMINATION GUIDELINES FOR COMPUTER-RELAX 



Example: AUTOMATED MANUFACTURIN( 
Table for Claim 5 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 



Table Notes for Claim 5 



Note 1: Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Claimed invention recites specific hardwarecomponents of application specific integrated circuit 

(ASIC). See Guidelines, Section IV.B.2(a)(ii). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 



For a more detailed analysis of the claim, se ^xamination Guidelines for Computer Relate d 
Inventions. Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 6 

A method for monitoring and controlling an automated manufacturing plant using a telemetered processed data 
signal comprising the steps of: 

a. receiving a data signal; 

b. processing the data signal into codewords; and 

c. outputting the processed data signal. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED LNVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 6 



Note 1: Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Step c. merely conveys the direct result of steps a. and hSee Guidelines, Section IV.B.2(d)(iii). 

Note 4: Step a. merely provides the data signal for use in the mathematical operation of step b. It does not 

measure physical objects or activities. fee Guidelines, Section IV.B.2(d)(ii). 

Note 5: Step b. corresponds to the compression of a digital data signal into various length codewords. This 



correspondence is determined from the express recitation in the disclosure that "the system then 
processes tho digital data signals into a compressed signal of various length codewords." A 
compressed data signal requires less memory or takes less time to transmit. Thus, the claimed 
invention is limited to a practical application. 

NOTE: When an explicit definition is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. When the claim has been determined to 
define statutory subject matter based upon a specific interpretation of the claim language, it would 
be appropriate and helpful for the Examiner to explain this position in the next Office 
communication. This analysis should be compared to the analysis for Claim 7 at Note 5 to 
demonstrate the importance of interpreting claim language in light of the disclosure. 
THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se £xamination Guidelines for Computer Relate d 
Inventions Example: Automated Manufacturing Plan t Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 7 

A method for monitoring and controlling an automated manufacturing plant using a telemetered processed data 
signal comprising the steps of: 

a. receiving a data signal; 

b. processing the data signal into codewords; and 

c. outputting the processed data signal. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 7 



Note 1 : Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Step c. merely conveys the direct result of steps a. and hSee Guidelines, Section IV.B.2(d)(iii). 

Note 4: Step a. merely provides the data signal for use in the mathematical operation of step b. It does not 

measure physical objects or activities. See Guidelines, Section rV.B.2(d)(ii). 

Note 5: Step b. corresponds to the calculation of codewords from a series of equations. This 



correspondence is determined from the express recitation in the disclosure that "the system then 
processes the digital data signals through a series of equations for calculating codewords." Thus, 
the claimed invention merely converts one set of numbers into another set of numbers. Also, the 
preamble language is a statement of intended use that does not limit the claim to the practical 
application of monitoring and controlling an automated manufacturing plantSee Guidelines, 
Section IV.B.2(d)(i). The claim should be rejected under 3U.S.C. § 101 . 

NOTE: When an explicit definition is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. In this disclosure, "processing" is 
defined as a step separate and distinct from the step of compression. This analysis should be 
compared to the analysis for Claim 6 at Note 5. In the disclosure for Claim 6, "processing" is 
defined to include calculating the variable length codewordsn^^ compressing those codewords. 

Because the claimed invention is directed solely to a process for solving a mathematical algorithm, 

in addition to performing the above analysis the Freeman-Walter-Abele test may also be relied 

upon to verify that the claim defines non-statutory subject matter, 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se £xamination Guidelines for Computer Relate d 

Inventions L Example: Automated Manufacturing Plan t Claim Analysis appended to these 

examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTIONS 



Example: AUTOMATED MANUFACTURING PLAN T 



Claim 8 



A method for monitoring and controlling an automated manufacturing plant using a telemetered processed data 
signal comprising the steps of: 

a. generating a data signal from output sensors of the automated manufacturing plant; 

b. compressing the data signal into vaiable length codewords in accordance with Huffman code; and 

c. encrypting the compressed data signal in accordance with the Data Encryption Standard algorithm. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 8 



Note 1: Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: The transformation occurs when the outputs of the plant's sensors are converted to a digital data 

signal. See Guidelines, Section IV.B.2(b)(i). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se dExamination Guidelines for Computer Relate d 
Inventions, Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTIONS 



Example: AUTOMATED MANUFACTURING PLAN T 



Claim 9 



A method for monitoring and controlling an automated manufacturing plant using a telemetered processed data 
signal comprising the steps of: 

a. decrypting a compressed and encrypted data signal in accordance with the Data Encryption 
Standard algorithm; 

b. de-compressing the decrypted data signal in acordance with Huffman code; and 

c. controlling the physical processes of the automated manufacturing plant in accordance with the 
information conveyed by the decrypted and decompressed data signal. 
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EXAMINATION WiDELINES FOR COMPUTER-RELATi^^VENTIO NS 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 9 



Note 1: Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: The transformation occurs when the plant's physical processes are raodifiediSee Guidelines, 

Section IV.B.2(b)(i). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se ^xamination Guidelines for Computer Relate d 
Invention& Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTIONS 



Example: AUTOMATED MANUFACTURING PLAN T 



Claim 10 



A computer system apparatus for monitoring and controlling an automated manufacturing plant using a telemetered 
processed data signal comprising: 

a. a first data portion embodying the compressed and encrypted operating parameters of the 
automated manufacturing plant; 

b. a second data portion embodyng the compressed and encrypted physical outputs of the plant; 

c. a third data portion embodying a first encryption key for the encrypted operating parameters 
embodied on the first data portion; and 

d. a fourth data portion embodying a second encryption key for the encrypted physical outputs 
embodied on the second data portion. 
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GUroELINES FOR COMPUTER-RELATED INVENTIO NS 
ExaiiAle; AUTOMATED MANUFACTURING PLAN T COPY^^APERS 

onoMAUyFtLEO 



Table for Claim 10 



BOX 2 


Q.fSE^^es disd^d invention have 
practftSr^pplication? 


YES 


GoTo: Q.2b 


Note 1 


Q.2b. Is disclosed invention in 
technological arts*^ 


YES 


GoTo: Q.6a 


Note 2 


BOX 6 


Q.6a. Is claimed invention a 
comniiter TiTCiorsunnpr 


NO 


GoTo: Q.6b 




Q.6b. Is claimed invention a data 
structureper sil 


NO 


GoTo: Q.6c 


Note 3 


Q.6c. Is claimed invention non- 
functional descriptive 

material*? 


YES 


GoTo: END 


Note 4 


Q.6d. Is claimed invention a 
natural phenomenon? 




GoTo: 




BOX 8 


Q.8. Is claimed invention a series 
of steps to be perfonned on a 

com miter'? 




GoTo: 




BOX 9 


Q.9. Is claimed invention a product 




GoTo: 




BOX 10 


Q.IO. Is claimed invention a 
specific machine or 
manufartiirp'? 




GoTo: 
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Q.12a. Does process have post- 
computer process activity? 




GoTo: 




Q.12b. Does process have pre- 
computer process activity? 
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BOX 13 


Q.13a. Does process manipulate 

abstract idea w/o limitation to a practical 
application? 
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Q.lSb. Does process solve math 
problem w/o limitation to a 
practical application? ^ 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 10 



Note 1: Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Elements a. through d. do not define a physical or logical relationship between the claimed data that 

is designed to support a specific function/.e., a data structure. See Guidelines, Section IV.B.l(a)- 

(b). 

Note 4: Claimed invention is unclear as to whether it claims a machine, an article of manufacture, or an 

arrangement of data. In particular, it is unclear whether: (1) the preamble defines an arrangement 
of data, a machine, or an article of manufacture, (2) the body of the claim defines an arrangement 
of data, a machine, or an article of manufacture, and (3) how the phrase "data portion" in the body 
of the claim relates to the preamble. The claim should be rejected under 3EJ.S.C. § 1 12, ^[2 for 
failure to distinctly point out and claim the invention. 

Also, the claim should be rejected under 33J.S.C. § 101. As either a machine, an article 
of manufacture, or an arrangement of data, the claimed invention recites non-functional descriptive 
material, Le., mere data. Non- functional descriptive material does not impart functionality to either 
the data as claimed or the computer system. The allowance of such a claim would exalt form over 
substance. See Guidelines Section IV.B.l(a)-(b). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se £xamination Guidelines for Computer Relate d 
Inventions, Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATEWNVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 11 



A computer program for monitoring and controlling an automated manufacturing plant using a telemetered 
processed data signal comprising: 

a. means for compressing a data signal into variable length codewords in accordance with Huffman 
code; and 

b. means for encrypting the compressed data signal in accordance with the Data Encryption Standard 
algorithm. 
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Examples 
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Table for Claim 11 



BOX 2 
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practicalapplication? 
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GoTo: Q.2b 


Note 1 


Q.2b. Is disclosed invention in 
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GoTo: Q.6a 


Note 2 


BOX 6 
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Note 3 
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Q.6d. Is claimed invention a 
natural phenomenon? 




GoTo: 




BOX 8 


Q.8. Is claimed invention a series 
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GoTo: 
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Q.9. Is claimed invention a product 





GoTo: 
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computer process activity? 
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Q.13a. Does process manipulate 
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Q.13b. Does process solve math 
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GoTo: 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 11 



Note 1 : Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Claimed invention is unclear as to whether it claims a computer prograper se or a computer 

program embodied on a computer-readable medium. In particular, the preamble phrase "computer 
program" defines a set of instructions for execution on a computei,e., a computer programmer se. 
The body of the claim, however, recites means plus function language which defines at least a set 
of instructions embodied on a computer-readable medium to perform the recited functions. The 
claim should be rejected under 35U.S.C. § 1 12, 112 for failure to distinctly point out and claim the 
invention. 

The claim should also be rejected under 3SJ.S.C. § 101. One reasonable interpretation of the 
claim is that it recites a computer progranpcr se, A computer programmer se does not define any 
structural and functional interrelationships that permit the computer program's functionality to be 
realized. See Guidelines, Section IV.B.l(a)-(b). 

NOTE: The Examiner should explain this claim interpretation as the basis for the rejection under 
35 U.S.C. § 101. Also, the Examiner should suggest how the ambiguity can be corrected and how 
the claim can be amended to recite statutory subject mattei^e., amend the claim to recite a 
computer-readable medium. 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se £xamination Guidelines for Computer Relate d 
Inventions. Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 12 



A computer program embodied on computer-readable medium for monitoring and controlling an automated 
manufacturing plant using a telemetered processed data signal comprising: 

a. a compression source code segment comprising . . . [recites self-documenting source code]; and 

b. an encryption source code segment comprising . . . [recites self-documenting source code]. 
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i5\ Table for Claim 12 
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Q.6a. Is claimed invention a 
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NO 


GoTo: Q.6b 




Q.6b. Is claimed invention a data 
structureper ^e? 


NO 


GoTo: Q.6c 




Q.6c. Is claimed invention non- 
functional descriptive 
material? 


NO 


GoTo: Q.6d 




Q.6d. Is claimed invention a 
natural phenomenon? 


NO 


GoTo: Q.8 




BOX 8 


Q.8. Is claimed invention a series 
of steps to be performed on a 
computer? 


NO 


GoTo: Q.9 




BOX 9 


Q.9. Is claimed invention a product 
for performing a process? 


YES 


GoTo: Q.IO 




BOX 10 


Q.IO. Is claimed invention a 
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GoTo: END 


Note 3 
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computer process activity? 




GoTo: 
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GoTo: 




BOX 13 


Q.13a. Does process manipulate 

abstract idea w/o limitation to a practical 
application? 




GoTo: 




Q.13b. Does process solve math 
problem w/o limitation to a 
practical application? 




GoTo: 





March 28,1996 
Claims - Page 35 



EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 



Table Notes for Claim 12 



Note 1 : Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purpose computer system. 

Note 3: Claimed invention recites specific software.S'ee Guidelines, Section IV.B.2(a)(ii). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 



For a more detailed analysis of the claim, se dExamination Guidelines for Computer Relate d 
InventionsL Example: Automated Manufacturing Plan t Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Claim 13 



A computer data signal embodied in a carrier wave comprising: 

a. a compression source code segment comprising . . . [recites self-documenting source code]; and 

b. an encryption source code segment comprising . . . [recites self-documenting source code]. 
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BOX 9 


Q.9. Is claimed invention a product 
for performing a process? 
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BOX 10 


Q.IO. Is claimed invention a 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
Example: AUTOMATED MANUFACTURING PLAN T 

Table Notes for Claim 13 



Note 1 : Disclosed invention monitors and controls an automated plant's manufacturing process. 

Note 2: Disclosed invention uses a general purposocomputer system. 

Note 3: Claimed invention recites specific software embodied on a computer-readable medium,^., 

specific software embodied in a carrier wave. 

Note 4: Most likely, the "data signal" does not occur as a natural phenomenon. The Examiner bears the 

burden of establishing that a claimed invention is a natural phenomenon. Therefore, absent object 
evidence to support the position that the "data signal" is a natural phenomenon, such a position 
would be untenable. 

Note 5: Claimed invention recites specific software. See Guidelines, Section IV.B.2(a)(ii). 

THE REMAINDER OF THE EXAMINATION MUST BE COMPLETED. 

For a more detailed analysis of the claim, se ^xamination Guidelines for Computer Relate d 
Inventions Example: Automated Manufacturing Plant Claim Analysis appended to these 
examples. 
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EXAMINATION GUIDELINES FOR COMPUTER-RELATED INVENTION S 
ExjHBggaWTOMATED MANUFACTURING PLANT 




Claim Analysis 



Claims 1-13 are 



fation. Claims 1-13 recite computer-related invention 



COPYOFFVVPERS 

ORiaiNAkLYFiLiD 



CLAIM 1: 



Claim 1 is a machine claim. It recites three claim limitations in means plus function language: 

a. Means a. recites means for receiving. The specification discloses use of a general purpose computer 
system. It does not disclose specific hardware, specific software, or a combination thereof for this function; 

b. Means b. recites means for processing. Processing is defined as compressing the digital data signal into 
variable length codewords. The specification discloses specific software in a preferred embodiment. It also 
discloses use of a general purpose computer system with encoders and decoders, and the creation of alternate 
computer programs based on the disclosed high-level written descriptions and disclosed flow charts; and 

c. Means c. recites means for outputting. The specification discloses use of a general purpose computer 
system. It does not disclose specific hardware, specific software, or a combination thereof for this function. 

Reviewed as a whole, and given its broadst reasonable interpretation, the claim is not limited to a specific 
machine. Thus, the claim is presumed to encompass any and every machine embodiment of the underlying process. 
Accordingly, the claim has been analyzed on the basis of the underlying process. If applicant believes the claim is 
limited to a specific machine, please provide specific information on how the claim is so limited, including 
references to the specification in support of the limitation[s]. 

The underlying process does not requie any pre-computer process activity. Means a. merely provides the 
data signal for use in the mathematical operation of means b. It does not measure physical objects or activities. The 
underlying process also does not require any post-computer process activity. Means c. merely conveys the direct 
result of means a. and b. Thus, as a computer-related invention, the claim must be limited to a practical application. 

Means b. recites means for processing. Means b. corresponds to the compression of a digl data signal 
into variable length codewords. A compressed data signal requires less memory or takes less time to transmit. Thus, 
the claimed invention is limited to a practical application. Claim 1 is a statutory machine claim. 



Claim 2 is a machine claim. It recites three claim limitations in means plus function language: 

a. Means a. recites means for receiving. The specification discloses use of a general purpose computer 
system. It does not disclose specific hardware, specific software, or a combination thereof for this function; 

b. Means b. recites means for processing. Processing is defined as the calculation of codewords from a 
series of equations. The specification discloses use of a general purpose computer system. It does not disclose 
specific hardware, specific software, or a combination thereof for this function; and 

c. Means c. recites means for outputting. The specification discloses use of a general purpose computer 
system. It does not disclose specific hardware, specific software, or a combination thereof for this function. 

Reviewed as a whole, and given its broadest reasonable interpretation, the claim is not limited to a specific 
machine. Thus, the claim is presumed to encompass any and every machine embodiment of the underlying process. 
Accordingly, the claim has been analyzed on the basis of the underlying process. If applicant believes the claim is 
limited to a specific machine, please provide specific information on how the claim is so limited, including 
references to the specification in support of the limitation[s]. 

The underlying process does not require any pre-computer process activity. Means a. merely provides the 
data signal for use in the mathematical operation of means b. It does not measure physical objects or activities. The 
underlying process also does not require any post-computer process activity. Means c. merely conveys the direct 
result of means a. and b. Thus, as a computer- related invention, the claim must be limited to a practical application. 

Means b, recites means for processing. Means b. corresponds to the calculation of codewords from a series 
of equations. Thus, means b. recites a mathematical operation. As noted above, means a. and c, do not impose 



CLAIM 2: 
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independent limitations on the claim beyond those required by the mathematical operation of means b. Therefore, 
the claimed invention merely converts one set of numbers into another set of numbers. Also, the preamble language 
is a statement of intended use that does not limit the claim to the practical application of monitoring and controlling 
an automated manufacturing plant. Claim 2 is rejected as a non-statutory machine claim under 23.S.C. § 101. 
Also, the Freeman- Walter- Abele test has been relied upon in analyzing the claimed invention. Under the test, the 
claimed invention is rejected as a non-statutory process because it is a process directed solely to solving a 
mathematical algorithm. 

The following amendments to claim 2 would render claim 2 a statutory machine clann 

- a limitation to one of the practical applications disclosed in the specification?.^., monitoring and 
controlling an automated manufacturing plant or encryption of data signals to protect and secure contents); 

- a limitation to a pre-computer process activity; or 

- a limitation to a post-computer process activity. 

CLAIM 3: 

Claim 3 is a machine claim. It recites three claim limitations in means plus function language: 

a. Means a. recites means for generating. The specification discloses use ctf general purpose computer 
system with various memory sections. It does not disclose specific hardware, specific software, or a combination 
thereof for this function; 

b. Means b. recites means for compression. The specification discloses specific software in a preferred 
embodiment. It also discloses use of a general purpose computer system with encoders and decoders, and the 
creation of alternate computer programs based on the disclosed high-level written descriptions and disclosed flow 
charts; and 

c. Means c. recites means for encryption. The specification discloses specific software in a preferred 
embodiment. It also discloses use of a general purpose computer system with an ASIC in another embodiment, and 
the creation of alternate computer programs based on the disclosed high-level written descriptions and disclosed 
flow charts. 

Reviewed as a whole, and given its broadest reasonable interpretation, the claim is not limited to a specific 
machine. Thus, the claim is presumed to encompass any and every machine embodiment of the underlying process. 
Accordingly, the claim has been analyzed on the basis of the imderlying process. If applicant believes the claim is 
limited to a specific machine, please provide specific information on how the claim is so limited, including 
references to the specification in support of the limitation[s]. 

The underlying process requires pre-computer process activity. Means a. transforms the outputs of the 
plant's sensors into an electrical signal for use in the computer system. The electrical signal is an intangible 
representation of the plant's outputs. Claim 3 is a statutory product claim. 

CLAIM 4: 

Claim 4 is a machine claim. It recites three claim limitations in means plus fimction language: 

a. Means a. recites means for compression. The specification discloses specific software in a preferred 
embodiment. It also discloses use of a general purpose computer system with encoders and decoders, and the 
creation of alternate computer programs based on die disclosed high-level written descriptions and disclosed flow 
charts; 

b. Means b. recites means for encryption. The specification discloses specific software in a preferred 
embodiment. It also discloses use of a general purpose computer system with an ASIC in another embodiment, and 
the creation of alternate computer programs based on the disclosed high-level written descriptions and disclosed 
flow charts; and 

c. Means c. recites means for controlling. The specification discloses use of a general purpose cqmter 
system. It does not disclose specific hardware, specific software, or a combination thereof for this function. 

Reviewed as a whole, and given its broadest reasonable interpretation, the claim is not limited to a specific 
machine. Thus, the claim is presumed to encompass any and every machine embodiment of the underlying process. 
Accordingly, the claim has been analyzed on the basis of the underlying process. If applicant believes the claim is 
limited to a specific machine, please provide specific information on how the claim is so limited, including 
references to the specification in support of the limitation[s]. 
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The underlying process requires post-computer process activity. Means c. controls the outputs of the 
automated manufacturing plant on the basis of the information contained in the decrypted and decompressed data 
signal. Claim 4 is a statutory product claim. 

CLAIM 5: 

Claim 5 is a machine claim. It recites two claim limitations with one claim limitation in means plus function 
language: 

a. Means a. recites means for compression. The specification discloses specific software in a preferred 
embodiment. It also discloses use of a general purpose computer system with encoders and decoders, and the 
creation of alternate computer programs based on the disclosed high-level written descriptions and disclosed flow 
charts; 

b. Element b. recites an application specific integrated circuit with its various hardware components for 
encryption. 

Reviewed as a whole, and given its broadest reasoable interpretation, the claim is limited to a specific 
machine. Claim 5 is a statutory machine claim. 

CLAIM 6: 

Claim 6 is a process claim. It is directed to the same process as the underlying process analyzed in the 
machine claim of claim 1. Thus, claim 6 is a statutory process claim for the reasons stated above for claim 1. 

CLAIM 7: 

Claim 7 is a process claim. It is directed to the same process as the underlying process analyzed in the 
machine claim of claim 2. Thus, claim 7 is rejected as a non-statutory process claim under I5.S.C. § 101 for the 
reasons stated above for claim 2. Also, the Freeman-Walter-Abele test has been relied upon in analyzing the 
claimed invention. Under the test, the claimed invention is rejected as a non-statutory process claim because it is a 
process directed solely to solving a mathematical algorithm. 

The following amendments to claim 7 would render claim 7 a statutory process claim: 

- a limitation to one of the practical applications disclosed in the specificatic^.g., monitoring and 
controlling an automated manufacturing plant or encryption of data signals to protect and secure contents); 

- a limitation to a pre-computer process activity; or 

- a limitation to a post-computer process activity. 

CLAIM 8: 

Claim 8 is a process claim. It is directed to the same process as the underlying process analyzed in the 
machine claim of claim 3. Thus, claim 8 is a statutory process claim for the reasons stated above for claim 3. 

CLAIM 9: 

Claim 9 is a process claim. Its directed to the same process as the underlying process analyzed in the 
machine claim of claim 4. Thus, claim 9 is a statutory process claim for the reasons stated above for claim 4. 

CLAIM 10: 

Claim 10 is unclear as to whether it claims a machine, an article of manufacture, or an arrangement of data. 
In particular, it is unclear whether: (1) the preamble defines an arrangement of data, a machine, or an article of 
manufacture, (2) the body of die claim defines an arrangement of data, a machine, or an article of manufacture, and 
(3) how the phrase "data portion" in the body of the claim relates to the preamble. The claim is rejected under 
35 U.S.C. § 1 12, 112 for failure to distinctly point out and claim the invention. 

Claim 10 is also rejected under 35U.S.C. § 101. As either a machine, an article of manufacture, or an 
arrangement of data, the claimed invention recites non-functional descriptive material,^., mere data. For example, 
embodied on the "first data portion" of the "computer system apparatus" is the plant*s operating parameters. Non- 
functional descriptive material does not impart functionality to either the data as claimed or the computer system. 
The allowance of such a claim would exalt form over substance. 



March 28,1996 

Claim Analysis - Page 3 



t f 

Claim 10 is further rejected under 35 U.S.C§ 103 as obvious. The embodiment of mere data on a 
"computer system apparatus" would have been obvious to a person of ordinary skill in the art at the time of 
invention. 

CLAIM 11: 

Claim 1 1 is unclear as to whether it claims a computeprogram per se or a computer program embodied on 
a computer-readable medium. In particular, the preamble phrase "computer program" defines a set of instructions 
for execution on a computer/e., a computer program/?er se. The body of the claim, however, recites means plus 
fimction language which defines at least a set of instructions embodied on a computer-readable medium to perform 
the recited fimctions. The claim is rejected under 33J.S.C. § 1 12, 1)2 for failure to distinctly point out and claim 
the invention. 

Claim 1 1 is also rejected under 35U.S.C. § 101. It is reasonable to presume that applicant seeks to claim a 
computer programmer se. A computer programmer se cannot define any structural and fimctional interrelationships 
that permit the computer program's fimctionality to be realized. 

The following amendment to claim 1 1 would render claim 1 1 a statutory article of manufacture claim: 

- embodying the computer program on a computer-readable medium. 

Claim 1 1 could also be amended to reite a statutory process. 

CLAIM 12: 

Claim 12 is an article of manufacture claim. It recites a computer program with two claim limitations: 

a. Element a. recites a specific source code segment for compression; and 

b. Element b. recites a specific source code segment for encryption. 

Reviewed as a whole, and given its broadest reasonable interpretation, the claim is limited to a specific 
article of manufacture. Also, the computer program is embodied on a computer-readable medium. Thus, claim 12 is 
a statutory article of manufacture claim. 

CLAIM 13: 

Claim 13 is an article of manufacture claim. It recites a computer program with two claim limitations: 

a. Element a. recites a specific source code segment for compression; and 

b. Element b. recites a specific source code segment for encryption. 

Reviewed as a whole, and given its broadest reasonable interpretation, the claim is limited to a specific 
article of manufacture. Also, the computer program is embodied on a computer-readable medium-the carrier wave. 
Thus, claim 13 is a statutory article of manufacture claim. 
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